REMARKS 



.. . ' Claims -29^3 ^ ending in tKS : - ■ 

claim 50 is amended to recite ^metftqdiot trea to relieve asthmatic^ 

method c^prfemg^p 

.'' asthmatic lung with J&e spu^ time, 
causes dehullcirig of smooth 

*|fronwepli^ 

tissue in } the asthmatic lung sudftM .. 
Support for this amenchnentM 

lines 5-9/ - - ' ' ' V: . • • , ; ; ' \> v '-^^ .J: 8 ^'5 ' }2 V-' " : 

Amendment aiidxahcellation of certain claims is not to be construed as a dedication 
to the public of any of the subject matter of the claims as previously presented. No new 
matter has-been add -.„&Jb. ^ . y^* u 'f " :r: '\ K 

Examiner Interviews/ Wm^y- "■■y^-^m^- ^f^MjM^Jk. ■ - 



k Applicant - s^at^ time; arid effort spntipn the 

-[ih^rspn'infera 

occurred 
/interview incfo^ 

interview/ the parties^ 

Mechanics of Airway Narrowiilgin Asthma'^ Am/ Rev/ Respir; ©is;; Vol 139; 1 989; pp 
242-246, and^U;S. PatentvNo. 5^ 

The parties reached all agreed 2 of 

claimiSOiw^ 

"such that die ability of ffi^ 50 
yypuldqVg^ 

Accordingly in? view o^^ ifi^e the independent cliaim, applicant 

believes that; all outstan 

dependent claims 29-jf^ ; | 



"Application^ 

Applicant riote^ 

rejection under 35 U;S.C. 103 must be ma^^ explicit, Federal Circuit ha$; stated tliat 
"rejections on pbvtousness eamiot besustaine^ mef e condusory statements; instead, 
there must be somei articulated reasoning witii some rational uride^inriihg to support the 
legal conclusion of obviousness. ,, Applicant notes that these requirements are made clear in 
MPEP §2100, In addition, it is well established that when ascertaining the differences 
between the claimed invention and the cited references, the cited references must be 
considered as a whole. Applicant submits that by selectively choosing portions of a 
reference while disregarding pther portions of ^ the Offifee; ; ^tion relies 

upon impermissible hindsight reconstruction given the benefit of applicant's -own invention. 

.-. $103 Rejection of claims ^1^3^:36, 50: arid 52 

Allegedly being unpatent^bl| over U.S, Patent No; 6;00 1,054 to Regulla et al. Applicant 
disagrees that the Office Action establishes ^.proper prima focie case of obviousness with 
respect to the claims prior to tlie curreilt amendments. 

First, applicant notes tiiat the Office Action fails to provide any reasoning as to why 
one would modify the teachings of Regulla to arrive at the requirements of applicant's 
claims. Instead, the Office Action merely relies upon a conclusory statement. Again, 
established United States Patent Laws require the articulation of reasoning and rational to 
support a /?r/m^ /2jc/e case of obviousness. i ; t - 

Next, Regulla teaches treating tumors by applying a metal surface adjacent to tissue 
so that radiation energy delivered to the metallic surface treats the adj acent tissue and r that 
healthy tissue located a slight distance away is viirtually unscathed by the radiation. See col. 
8plines 7-18. Regulla testches such an approach as a therapeutic way to; effectively treat 
localized tumors wilii lower doses of radiation so that non-diseased tissue is subjected to 
substantially less harmful effects. See also col. 2, lines 59-65. One skilled in the art would 
rely upon Regulla to teach targeted, site specific treatmen of a tumor in a manner that would 
avoid damage to surrounding tissue, such as the smooth muscle tissue found beneath a wall 
of an airway. 
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sun^uridiilg the site of a not 
treat asthmatic lungs, much 1 ess airway smooth muscle, without the teachings of appl icanf s 

, ■ .. .. own disclosure. '■ ■ ■ ; C^,^ . , , r w , .. 

P However, due to<^ 
allowance of the 
; : :;;pv<^ : ;.Regulla|i 

§103(a)^ allegedly being^^u^^ et ah 'The Mechanics of Airway 

Narrovvihg in Asthiha^, Ani: Rev. Respir; Dis.; Vol; 1 3 9; 1989 in combination with U.S; 
Patent Nos. 5,053,033 to Clarke and 5,574.059 to Reguiiathan et al. Applicant disagrees that 
; ithei Office Action establishes ^ case of obvioushesis wi th fespSct tp the 

elaihispri^ . 
First, as noted in 

asthma. Secondly, that the ^ thf treatment of 

astMna^shbuld focus da the M lumen as 

"' w<^ 

iuggesti^^ : 
r . ■ : energy at a \^elengtii ; and i ^ oyer time, causes defeulking 6 V 

' asthmaticlra : 
: perfo^ . f Sr : ' 

Next, Glarfe at 
an angioplasty site. Clarke tea^ of radiation to kill "smooth at the 

site fof mi angioplasty]'* and expressly states that the application of energy is intended to 
reduce "the risk of restenosis, while minimizing damage to surrounding tissue;' • See coh 2, 
lines 47-50. Regunath^ teaches inhibiting^ t^ proliferation of vascular smooth muscle with 
mil 

trar^atic injury to blood vessels^ See col r ^ cx>L 4, line 5: ; 

" - , '-''; 7 ' : '"r '; f r^/ : ' ■■^■■■:v ' : ' r -^ yW;^-^^ . ..^^vt;. : :. 
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Clearly, when taking these references together as a whole, applicant sufeiits that one 
relying on James with (21arke and Reguiiathan would ndt treat ast^ 
airway smootli musde ^ 
based on hindsigjit r^ 
proper prima facie £a$&^ 

Again, due to the extended pendency of the; present application and to expedite 
allowance of the subject application, applicant amends claim 50 to even further distinguish 
over James with Clarke in light of the Examiner Interview summarized above. Accordingly, 
applicant submits that this rejection by withdrawn. 

§103 Rejection of claims 3 0 and 35 

The Office Action rejected claims 30 and 35 under 35 U.S.C. § 103(a) as allegedly 
being unpatentable over James in view of Clirke and Regunattian and in further continuation 
with Vincent et al. .. ,v 

Applicant disagrees that the Office Action establishes a proper prima facie cas& of 
obviousness. The addition of Vincent does nothing to remedy the defects noted abo ve. 
Accordingly, applicant requests withdmwal of 
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§103 Rejection of claims 52-55 
The Office Action rejected claims 52^^^ 
unpatentable oyer JMesiiii view 

La*et al. / . P t', 1 '• : ^ [ : J : Q '/^-^ / 

Applicai^ 

obviousness^ of Lax does nothing to rk^ the defects noted above, i 

Accordin^y, a^pli^ of this rejection. ' ]P 

Nonstatutory. Judiciall v Created Doctrine of Qbvi ous-Tvpe Double Patenting Rejections 
Applicant disagrees with the double patenting rejections. In c^ain cases, the cited 

patents or patent applications are clearly patentably distinct subject matter. However, as 

noted herein, due to the extended .pendency of the subject application and to expedite 

allowance, applicant submits the following terminal disclaimers: 

Applicant also noteis ffiat under §804, if a provisional double patenting 

rejection is the only rejection remaining in an earlier; filed application, then these rejections 

should be withdraw in the earlier filed application; 

Lastly, applicant notes that of the 53 doubtelpatra^ ini the Office 

Action, four rejections are repeated yerbatim for the following patent a^ 

1 1/361,564; 11^ .:. f. 

*- Judicial Double Qver^ !:1 
A tenrunal disd ainier is feeing submitted with this Response. ^ : 

Judicial Double Dver U S. Patent N6 ■ 6.634363 

A terminal disclaimer is being submitted with this response. 

Judicial Double Over U.S. Patent No. 6,41 1,852 

A terminal disclaimer is being submitted with this response. 



Judiciam^ 
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Judicial Double J^er U^S. Patent No^ - 
V A termiM disclaimer is Being suB^ re^onse. ;; . ■ ■ 

Judicial Double Over U.& Patent No. 6.283.988 
A tennina! disclaimer is being su^ 

Judicial Double Over U S; Patent No. 6.200,333 

A terminal disclaimer is being submitted with this response. 

: Judicial Double Over U;S; Patent 6,083.255 

A terminal disclainieris-b this response. 

Judicial Double Over U:S. Patent Application No. 1 1/614.91 9 
Per MPEP §804, applicant requests withdrawal of this rejection given that the present 
application is the first filed application, ■ ? 

Judicial Double Over U ^rP^ 11/612.620 
Applicant notes feat this rejection is repeated; Per MPEP § 804, applicant requests 
withdrawal of this rejection given that the present apphcatidn is the first filed application. 

Judicial Double Over U.S. Patent Application No. 11/618.533 
Applicant notes that this rejection is repeated. Per MPEP §804, applicant requests 
withdrawal of this rejection given that the present application is the first filed application. 

Judicial Double Over U;S. Patent Application ]vlo; 11/609,242 ; 1 i | 
Per MPEP §804, applicant requests withdrawal ofiti^is i^ection ^ven that lKe 
application is theifirst filed applied 

Judicial Double Over U.S. Patent Anplication No. 1 1/608.606 
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AttbrateyDo<±^ 



vvi thdraw of diis rq epj^ first filed application. 

■ Judicial^ -S;;, 4fi ■ ■ 

' ' applicatibft is the first filed; application ! ; t & r./m0^ <S;i^ 

y \ ^ th^ firet: fi .;|||f ^lif ;> ^W^^p^ ' ; ■ - : ; ■ 

" ^ _ - ■ r ;:> ;-; judMalD " " : yT; 

Per MPEP §804, Applicant requests withdrawal of this rejection given that the present 
application is the first filed application. 

Judicial Double Over U.S. Patent Application No/ 1 1/408.668 
iP^MPEP § 804,^ inquests withdrawal of ;tliis; rejection given that the present 

; applicati^^ ication. , : "'Pg^ , -^P^: y ■ t \ .. 

■v- r--- ^ Judicial Doutilei# 
Per ^EP^ §^ 

^ ^ in: ■ 

Judicial Double Over U:Sv Patent Application No. 1 1 ^361 ;564 
A^licant notes that ffi repeated: Per l^EI^ §804, applicant requests 

withdrawal of this rejection 

Judicial Double Over IJvS: Patent App^ 

Per MPEP §804^ applicant req^ withdrawal of this rej^ given that the present 
application is the first filed application; : 
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Judicial Double Over U.S. Patent Airelicatioh No; 10/8 1 0.276 ; - 
Per MPEP §804, applicant requests; witiidra^l of 
application is the first filed application. 

Judicial Double Over U.S. Patent Application No, 1 0/809.991 now U.S. Patent 
Application No. 7.264.002 

This application is now U.S. Patent Application No. 7,264^002 and a terminal 
disclaimer is being submitted with this response. 

Judicial Double Over^^ 
Application fe: 7.273^055 h : 

This<application;isnpwU.S.P 
disclaimer is being submitted 

Judicial Double Over U.S. Patent No. 6.273.907 

A terminal disclaimer is being submitted with this response. 

Judicial Double Over U.S. Patent No. 5.972.026 ; 
A terminal disclaimer is being submitted with this response. 

Judicial Double Over U;S. Patent Application No. 1 1/617,512 
Per MPEP §804, applicant requests withdrawal of this rejection given that the present 
application is the first filed appiicatioh. 

Judicial Double Over UlSWatent A 
Per MPEP 18Q4^ applica^ 
application is the first 

Judicial Double Over U.S. Patent Application No. 11/61 4.914 
Per MPEP §804, applicant requests withdrawal of this rejection given that the present 
application is the first filed application. 
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Judicial Double Over U.S. Patent Application No. i l/562.925-. ; . 
' . Per WEP §804, applicant requests wiAdra^ rejection gi ven that the present 

application is the firet filed application.:, / : V;. ; ' ■ 
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CONCLUSION 

In view of the above, each of the presently pending claims in this application is 
believed to be in condition for aHovvance. Accordingly, the Examiner is respectfully 
requested to withdraw the outst^ding;^ and pass this application to.issue. If it is 
determined that a telephone conference would ex^ of thlis application, 

the Examiner is invited to telephone tlie undersigned at the nuiiaber^ © below, 

In the event the appropriate fee and/or petition is not filed" the U.S. 

Patent and Trademark Office detennines that anie 

Applicant petitions for : py required rel authorize the 

Commissioner to charge the cost of such petitions and/or other fees due in connection with 
this filing to Deposit Account No/ 50-3973 referencing No. 
ASTXNA0010Q. However; the Commissioner is not authorized to charge the cost of the - 
issue fee to the Deposit Account 

Respectfully submitted; 



Sanjay--S. Bagade 
Registration No. 42,280 

Customer No. 65025 

Levine; B agade LLP r ; ^ 

2^83 East Bayshore Road, Suite 100 

.. Paio Aito, ca^ ..... 

Direct:(650)242U2l2 
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